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K! Responsive to communication^) filed on Dec 27, 2000 . . — • 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayfe, 1935 CD. 1 1; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 monthls), or thirty days 

te to^ from the maiUng date of this communication. Failure to respond within the period for response will cause the 
tS^^B abandoned. (35 U.S.C. I 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl C!aim(s) 1 to 13 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Claim(s) 1 to 13 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

is/are objected to by the Examiner. 

is Cbpproved disapproved. 



□ The drawing(s) filed on 



□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
♦Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 
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1. Claims 2 and 6 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 2: 



This rejection is maintained for reasons of record. While applicants state that the MPEP 
does not require applicant to recite alternative language in Markush form, it does efl^stkte that 
"when materials recited in a claim are so related as to constitute a proper Markush group, they 
may be recited in the conventional manner, or alternatively. For example, if "wherein R is a 
material selected from the group consisting of A, B, C and D" is a proper limitation, then 
"wherein R is A, B, C or D" shall also be considered proper.". The phrase "the group of..." is 
confusing since 1) it is unclear if this group is closed or open (note that "selected from the group 
consisting of clearly indicates a closed group) and 2) it is not clear what the group contains. 

Claim 6: 

This rejection is also maintained from the previous office action, as it is quite confusing 
what is embraced by this claim. Note that "the definitions with regard to polyorganosiloxane..." is 
confusing since one does not know what these definitions are. For instance, reference to "this 
time" makes no sense since it is unclear what constitutes any other time. 

2. For the record, the Examiner notes that the phrase "either crosslinkable at room 

temperature or with the heat from polyaddition reactions in the presence of a platinum catalyst" / 

does not require the composition to actually be room temperature crosslinked or crosslinked from 

A 

a polyaddition reaction in the presence of a platinum catalyst, only that the composition be able to 
be crosslinked in such a manner. This is a significant difference; just because a composition is 
able to be crosslinked in a particular way does not mean the reference has to refer to this. 
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A person shall be entitled to a patent unless — 

(b) the invention was patented nr^ . • , 

W the invention was descrihPrf- " IOr P atent the Un.ted States. 

w by to .pp^,r^r sra,,i,! «»• - »*— «~ t"*. * 

1UIC ine invention 

4 - The following is a qu „ ta , ion of 3J „. 

<**» se, fort, in Ais otR<x ^ ' ' ' ° 3(a) Wh "* *"» «>e basis ft, aj, ooviousness 

5 - Claims 1 to 3 and 8 ,„ ,2 ^ rejec(ed 

'^teachesasUicone^^,^ . 

— m — ^^-^-a.— gAla ;;3t!7 which,eachesa 

««« which meets tha , « •«> A3. Boft D and E are present in a„ 

^■^^^^^''^^ 

« known ,„ ^ ^ ~ « «— Si bonded vi„ y , ^ whjch 

compounds and a ptatinum caB , ys( Z ^Z ^ ^ ^ 

P0lyaddi,i„ n reaction in to pres^ ^ COmPOSi,i0 " *" "<» ™ * a 

me presence of a platinum catalyst thkr rtm « v • 

"* ' »— ■ »"** -icipating , ne ,imi ration of ^ * COmP ° S, " 0n " * * ™ 

With regards to claim 1 1 whilPth,* * 

4 SInce Jt teache * making an article 
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with the same composition as that recited in instant claim 1 . The enhanced arc tracking and arc 
erosion will inherently be met by the method of making an article in '644 since the composition 
contains the arc tracking and arc erosion enhancing components in what is disclosed by applicants 
as an effective amount. 

6. Claims 4 to 7 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over '644 
in view of Matsushita-eHri. 

These claims require that the polyorganosiloxane composition in claim 1 contain, in 
addition to a Si-vinyl siloxane, an Si-H component and a catalytically effective amount of a Pt 
catalyst. '644 fails to teach such a composition. 

Matsushita teaches a silicone rubber composition which is an improvement over '644. 
This reference teaches that either peroxide cured gums can be used, or lower viscosity siloxanes 
that crosslink through SiH components in the presence of a catalytically effective amount of a Pt 
catalyst. See for instance Example 1 and 2, which peroxide polymerize silicone "rubbers", similar 
to that used in '644, and Example 3, which uses a lower viscosity siloxane in an addition reaction. 
Note too column 2, which teaches the vinyl containing siloxane, and the bottom of column 4 
through column 5, which teaches the alternative use of peroxide and SiH/platinum curing 
compositions. Both compositions are used to form silicone rubber end products, and thus 
Matsushita indicates that such compositions can be used alternatively and equivalently in the 
formation of self extinguishing silicone rubbers. 

Thus one having ordinary skill in the art would have been motivated by the teachings of 
Matsushita to use silicone rubber forming components such as those required by claims 4 to 7 in 
die silicone rubber forming composition of '644 with a reasonable expectation of success. As such 
these claims would appear to have been obvious to the skilled artisan in view of the totality of the 
teachings in these prior art references. 
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7- Cla ^><° 3, 8, 9, 11 and 12 are rejected under 35 1 1ST u- 

Ta|(ita e , ^ J UMer 35 U S C 102 («) « being anticipaled by 

|V, 

La e"l aimS 4t ° 7 - WmiU ' m rejKKd — 35 ™* .03(a) as bei„ g unpatentab.e over 

The Examiner telies on the ra(i „„a,e for «*,,„ „ f these rejections as ^ fa ^ 
office actons. ,„ appHcan,, remarks, they traverse these rejections, bu, mis is no, persuasive 
Whde Tafcta et al. teach peroxide curable conditions, they also teach tha, the compositions can 
be cured a, elevated temperature with SiH crossing coraponent , ms „ . 

«*». Thus, the compositions taugh, by Takita e, al. meet the "crosslinkabie by..." ,i mi ,a tio „ 
as now found in claim 1. ""anon 



». Any inquiry concerning this communication should be directed to Margaret G. Moore at 
telephone number (703) 308-4334. 

Any officia! documents (after final rejection) can be faxed to (703) 872-9310. All other 

official faxes should be sent to C703) 872-9^11 pi mm ^ t 

J) 872 931 1 Please d0 not se "d any informal communication 
or proposed amendments to this number. 
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